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§41.52

(i) Reopen prosecution. Request that
prosecution be reopened before the ex-
aminer by filing a reply under §1.111 of
this title with or without amendment
or submission of affidavits (§§1.130,
1.131 or 1.132 of this title) or other evi-
dence. Any amendment or submission
of affidavits or other evidence must be
relevant to the issues set forth in the
remand or raised in the supplemental
examiner’s answer. A request that
complies with this paragraph will be
entered and the application or the pat-
ent under er parte reexamination will
be reconsidered by the examiner under
the provisions of §1.112 of this title.
Any request that prosecution be re-
opened under this paragraph will be
treated as a request to withdraw the
appeal.

(ii) Maintain appeal. Request that the
appeal be maintained by filing a reply
brief as provided in §41.41. If such a
reply brief is accompanied by any
amendment, affidavit or other evi-
dence, it shall be treated as a request
that prosecution be reopened before the
examiner under paragraph (a)(2)(i) of
this section.

(b) Should the Board have knowledge
of any grounds not involved in the ap-
peal for rejecting any pending claim, it
may include in its opinion a statement
to that effect with its reasons for so
holding, which statement constitutes a
new ground of rejection of the claim. A
new ground of rejection pursuant to
this paragraph shall not be considered
final for judicial review. When the
Board makes a new ground of rejection,
the appellant, within two months from
the date of the decision, must exercise
one of the following two options with
respect to the new ground of rejection
to avoid termination of the appeal as
to the rejected claims:

(1) Reopen prosecution. Submit an ap-
propriate amendment of the claims so
rejected or new evidence relating to
the claims so rejected, or both, and
have the matter reconsidered by the
examiner, in which event the pro-
ceeding will be remanded to the exam-
iner. The new ground of rejection is
binding upon the examiner unless an
amendment or new evidence not pre-
viously of record is made which, in the
opinion of the examiner, overcomes the
new ground of rejection stated in the
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decision. Should the examiner reject
the claims, appellant may again appeal
to the Board pursuant to this subpart.

(2) Request rehearing. Request that
the proceeding be reheard under §41.52
by the Board upon the same record.
The request for rehearing must address
any new ground of rejection and state
with particularity the points believed
to have been misapprehended or over-
looked in entering the new ground of
rejection and also state all other
grounds upon which rehearing is
sought.

(c) The opinion of the Board may in-
clude an explicit statement of how a
claim on appeal may be amended to
overcome a specific rejection. When
the opinion of the Board includes such
a statement, appellant has the right to
amend in conformity therewith. An
amendment in conformity with such
statement will overcome the specific
rejection. An examiner may reject a
claim so-amended, provided that the
rejection constitutes a new ground of
rejection.

(d) The Board may order appellant to
additionally brief any matter that the
Board considers to be of assistance in
reaching a reasoned decision on the
pending appeal. Appellant will be given
a non-extendable time period within
which to respond to such an order.
Failure to timely comply with the
order may result in the sua sponte dis-
missal of the appeal.

(e) Whenever a decision of the Board
includes a remand, that decision shall
not be considered final for judicial re-
view. When appropriate, upon conclu-
sion of proceedings on remand before
the examiner, the Board may enter an
order otherwise making its decision
final for judicial review.

(f) Extensions of time under §1.136(a)
of this title for patent applications are
not applicable to the time periods set
forth in this section. See §1.136(b) of
this title for extensions of time to
reply for patent applications and
§1.550(c) of this title for extensions of
time to reply for ex parte reexamina-
tion proceedings.

§41.52 Rehearing.

(a)(1) Appellant may file a single re-
quest for rehearing within two months
of the date of the original decision of
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the Board. No request for rehearing
from a decision on rehearing will be
permitted, unless the rehearing deci-
sion so modified the original decision
as to become, in effect, a new decision,
and the Board states that a second re-
quest for rehearing would be permitted.
The request for rehearing must state
with particularity the points believed
to have been misapprehended or over-
looked by the Board. Arguments not
raised in the briefs before the Board
and evidence not previously relied upon
in the brief and any reply brief(s) are
not permitted in the request for re-
hearing except as permitted by para-
graphs (a)(2) and (a)(3) of this section.
When a request for rehearing is made,
the Board shall render a decision on
the request for rehearing. The decision
on the request for rehearing is deemed
to incorporate the earlier opinion re-
flecting its decision for appeal, except
for those portions specifically with-
drawn on rehearing, and is final for the
purpose of judicial review, except when
noted otherwise in the decision on re-
hearing.

(2) Upon a showing of good cause, ap-
pellant may present a new argument
based upon a recent relevant decision
of either the Board or a Federal Court.

(3) New arguments responding to a
new ground of rejection made pursuant
to §41.50(b) are permitted.

(b) Extensions of time under §1.136(a)
of this title for patent applications are
not applicable to the time period set
forth in this section. See §1.136(b) of
this title for extensions of time to
reply for patent applications and
§1.550(c) of this title for extensions of
time to reply for exr parte reexamina-
tion proceedings.

§41.54 Action following decision.

After decision by the Board, the pro-
ceeding will be returned to the exam-
iner, subject to appellant’s right of ap-
peal or other review, for such further
action by appellant or by the examiner,
as the condition of the proceeding may
require, to carry into effect the deci-
sion.

§41.61

Subpart C—Inter Partes Appeals

§41.60 Definitions.

In addition to the definitions in §41.2,
the following definitions apply to pro-
ceedings under this subpart unless oth-
erwise clear from the context:

Appellant means any party, whether
the owner or a requester, filing a no-
tice of appeal or cross appeal under
§41.61. If more than one party appeals
or cross appeals, each appealing or
cross appealing party is an appellant
with respect to the claims to which his
or her appeal or cross appeal is di-
rected.

Filing means filing with a certificate
indicating service of the document
under §1.903 of this title.

Owner means the owner of the patent
undergoing inter partes reexamination
under §1.915 of this title.

Proceeding means an inter partes reex-
amination proceeding. Appeal to the
Board in an ex parte reexamination pro-
ceeding is controlled by subpart B of
this part. An inter partes reexamination
proceeding is not a contested case sub-
ject to subpart D.

Requester means each party, other
than the owner, who requested that the
patent undergo inter partes reexamina-
tion under §1.915 of this title.

Respondent means any requester re-
sponding under §41.68 to the appellant’s
brief of the owner, or the owner re-
sponding under §41.68 to the appellant’s
brief of any requester. No requester
may be a respondent to the appellant
brief of any other requester.

§41.61 Notice of appeal and cross ap-
peal to Board.

(a)(1) Upon the issuance of a Right of
Appeal Notice under §1.953 of this title,
the owner may appeal to the Board
with respect to the final rejection of
any claim of the patent by filing a no-
tice of appeal within the time provided
in the Right of Appeal Notice and pay-
ing the fee set forth in §41.20(b)(1).

(2) Upon the issuance of a Right of
Appeal Notice under §1.953 of this title,
the requester may appeal to the Board
with respect to any final decision fa-
vorable to the patentability, including
any final determination not to make a
proposed rejection, of any original, pro-
posed amended, or new claim of the
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